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DETAILED ACTION 

Response to Amendment 

1. This action is responsive to an amendment filed 08/14/2006. Claims 40-89 are pending. 

Response to Arguments 

2. Applicant's arguments with respect to claims 40-41,45-46,56-57,61,69-70,73,77 rejected 
by Padden, 56 rejected by Bateman and 40-41, 42/40,42/41, 43-46, 47/40,47/41,47/45, 47/46, 
48,49,57,58, 59/56,59/57, 61, 62/60,62/61, 63, 64/60,64/61, 65/60,66/61, 67/60,67/61, 68-71, 
72/69,72/70, 73-87, 88/40,88/41,88/45,88/46,88/73, 89/40,89/41,89/45,89/46,89/73 rejected by 
Bateman and Padden have been fully considered but are moot in view of the new ground(s) of 
rejection which is deemed appropriate to address all of the needs at this time. 

3. Applicant's arguments with respect to claims 40,41,45,46,56,57,61,69,70,73,77 rejected 
by Sussman have been fully considered but they are not persuasive because of the following: 

Regarding claims 40,41,45,46,56,57,61,69,70,73,77, the applicant argues on page 15 that 
Sussman employs a conventional switching network (i.e., CCTSN), and not an Internet 
messaging network, for transmitting the directory information to a subscriber. Examiner 
respectfully disagrees with this argument. In col. 5, lines 50-55, Sussman discloses that a user 
can access telephone subscribers list in on-line directories. In col.6, lines 56-59, Sussman further 
discloses that the subscribers lists are downloaded into computer. Therefore, it is clear that 
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Sussman employs an Internet messaging network for transmitting the directory information to a 
subscriber. 

The applicant argues on page 15 that "Nor does it indicate that the directory data is 
retrieved from the central database via the Internet". The applicant didn't claim that the directory 
data is retrieved from the central database via the Internet. Thus the rejection of the claims in 
view of Sussman remains. 



Double Patenting 

4. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

5. Claims 40-89 are rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claims 1-23 of U.S. Patent No. 6,324,264. Because 
claims in the pending application are broader than the ones in patent, In re Van Ornum and 
Stang. 214 USPOT61 . broad claims in the pending application are rejected as obvious double 
patenting over previously patented narrow claims. For example, claim 40 of the pending 

• application is the same as the patented claim 4 which depends on claims 1 and 3 of the patent 



except that the patented claim 1 recited first and second parties are identified within said PSTN 
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by first and second party communications addresses which is not recited in the pending claim 40. 
Therefore, claim 40 of the pending application is broader than claim 4 of the patent. 

Claim Rejections - 35 USC §102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

7. Claims 40,41,45,46,56,57,61,69,70,73,77 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Sussman (US 5,483,586). 

As to Claims 40,41,45,46,56,57,69,70, with respect to Figures 1-2, Sussman teaches a method of 
establishing a communications call, including: 

enabling an A party to select a B party from a database using an interactive device) 
connected to a public network, said public network comprising an Internet messaging network 
(Figure 1, 2; Col. 3, lines 66,67, Col. 4, lines 1-6, 60-63, Col. 5, lines 47-55, Col. 6, lines 25-34, 
Col. 7, lines 13-17); 

utilizing said Internet messaging network to access called address data for said B party 
from a public directory of said public network in response to selecting said B party (Col. 5, lines 
47-55, Col. 6, lines 25-34); 
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sending said called address data for said B party and calling address data for the A party to 
a connection module of said public network (Col. 5, lines 47-55, Col. 6, lines 25-34); and 

establishing a call between said A and B parties over said public network using said 
connection module and said called and calling address data (Col. 2, lines 28-30, Col. 5, lines 47- 
55). 

Claim 61 is rejected for the same reasons as discussed above with respect to claim 40. 
Furthermore, with respect to Figures 1-2, Sussman teaches a system for use in establishing a 
communications call, including: 

a network controller for receiving said called address data and calling address data 
corresponding to the A party and generating, in response thereto, network control signals to 
cause said at least one public network to establish a call between said A party and said B party 
over said network (Col. 2, lines 28-30, Col. 5, lines 47-55). 

Claims 73,77 are rejected for the same reasons as discussed above with respect to claim 40. 
Furthermore, with respect to Figures 1-6, Sussman teaches a method of establishing a call 
between parties, including: 

generating a second message in response to said first message, said second message 
including communication addresses determined on the basis of said identification data by 
accessing a public directory via said messaging network (Col. 2, lines 28-30, Col. 5, lines 47-55, 
Col. 6, lines 25-34, Col. 7, lines 13-17). 
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Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3 . Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

10. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 



11. Claims 40, 41, 42/40,42/41, 43-46, 47/40,47/41,47/45, 47/46, 48,49,56-58, 59/56,59/57, 
60,61, 62/60,62/61, 63, 64/60,64/61, 65/60,66/61, 67/60,67/61, 68-71, 72/69,72/70, 73-87, 
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88/40,88/41,88/45,88/46,88/73, 89/40,89/41,89/45,89/46,89/73 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Bateman et al. (US 5,884,032) in view of Sussman (US 
5,483,586). 

As to Claims 40,45-46,50-51,60,70,73,79-87, with respect to Figures 1-3, Bateman teaches a 
method of establishing a communications call, including: 

enabling a customer [i.e., an A-party] to select on-line help agent [i.e., a B party] using an 
interactive device, 4, connected to a public network, 6 and 9, said public network comprising an 
Internet [i.e., Internet messaging network] (Figure 1 and Col. 6, lines 6-13); 

utilizing said Internet messaging network to access web pages [i.e., called address data] 
for said B party from a public directory, 52, of said public network, 6, in response to selecting 
said B party (Col. 6, lines 31-45); 

sending said called address data for said B party and calling address data for the customer 
[i.e., an A party] to an ACD-MIS system [i.e., connection module] of said public network (Col. 
6, lines 32-41); and 

establishing a call between said A and B parties over said public network using said 
connection module and said called and calling address data (Col. 7, lines 5-13). 

Bateman teaches when a customer selects a "HELP" button, ACD functionality distributes a call 
corresponding to the selection to one of a plurality of agents (col.9, lines 65-67, col. 10, lines 1- 
13, 31-38). However, Bateman does not specifically teach selecting a B party from a database. 
Sussman teaches selecting a B party from a database (Col. 5, lines 47-55, Col. 6, lines 25-34). 
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Thus, it would have been obvious to one of ordinary skill in the art at the time the invention was 
made to modify Bateman to select a B party from a database as taught by Sussman. The 
motivation for the modification is to have doing so in order to make a search of a directory to get 
a particular agent who can assist him instead of waiting for a certain period of time in a queue. 

Claims 41,61,69 are rejected for the same reasons as discussed above with respect to claim 40. 
Furthermore, Bateman teaches a method of establishing a communications call, including: 

enabling an A party to select a B party using an interactive device connected to a public 
network, said public network comprising an Internet messaging network (Figure 1 and Col. 6, 
lines 6-13); 

utilizing said Internet messaging network to access called address data for said B party 
using said interactive device and a search module of said public network and a database of said 
public network including called address data (Col. 6, lines 31-45); 

sending said called address data for said B party and calling address data for the A party 
to a connection module of said public network (Col. 6, lines 32-41); and 

establishing a call between said A and B parties over said public network using said 
connection module and said called and calling address data (Col. 7, lines 5-13). 

As to Claim 42/40, 42/41, Bateman teaches a method as claimed in claims 40 or 41, wherein 
said interactive device is a computer and/or telephony device including a visual display (Figure 
1, label 4). 
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As to Claim 43, Bateman teaches a method as claimed in claim 40, wherein said interactive 
device is associated with said A party (Figure 1). 

As to Claim 44, Bateman teaches a method as claimed in claim 40, wherein said interactive 
device is a communications terminal for said call (Col. 7, lines 5-13). 

As to Claims 47/45, 47/46, Bateman teaches a method as claimed in claims 45 or 46, wherein 
said public network further comprises at least one public telecommunications network, 9, for 
connecting said A and B parties (Figure 1). 

As to Claim 48, Bateman teaches a method as claimed in claim 47, wherein said messaging 
network provides said interactive device with a plurality of B party data (Col. 6, lines 32-45). 

As to Claim 49, Bateman teaches a method as claimed in claim 47, wherein said messaging 
network accesses and forwards said called address data to said telecommunications network 
(Col. 6, lines 31-45). 

As to Claims 52,58, Bateman teaches an interface as claimed in claim 51, wherein said results 
includes called address data for said B party data, and said selected party data includes said 
called address data (Col. 6, lines 31-41). 
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As to Claims 53/50,53/51, Bateman teaches an interface as claimed in claims 50, 51 or 52, 
wherein said interface is sent to said interactive device by said public network on request from 
said interactive device (Col. 6, lines 1-20). 

As to Claims 54-55, Bateman teaches an interface as claimed in claim 51, wherein said public 
network further comprises at least one public telecommunications network for establishing said 
call (Figure 1). 

As to Claim 56, with respect to Figure 1, Bateman teaches an interface stored on an interactive 

device connected to a public network, including: 

code for generating a display on interactive device of B party data (Col. 6, lines 8-20); 
code allowing an A party to select an URL for an available agent (Col. 6, lines 20-30); and 
code for transmitting to said public network selected party data corresponding to the 

selected B party and A party data (Col. 6, lines 25-30); 

whereby said public network accesses called address data for said B party in a public 

directory by utilizing an Internet network of said public network on the basis of said selected 

party data and establishes a call between an A party and a B party using said A party data and 

said called address data (Col. 6, lines 31-55). 

However, Bateman does not specifically teach selecting a B party from said B party data. 
Sussman teaches selecting a B party from the B party data (Col. 5, lines 47-55, Col. 6, lines 25- 
34). Thus, it would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify Bateman to select a B party from the B party data as taught by Sussman. 
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The motivation for the modification is to have doing so in order to get a particular agent from a 
directory who can assist him instead of waiting for a certain period of time in a queue. 

Claims 57,77 are rejected for the same reasons as discussed above with respect to claims 40 and 
56. Furthermore, with respect to Figure 1, Bateman teaches an interface stored on an interactive 
device connected to a public network, including: 

code for generating a display on interactive device of B party data (Col. 6, lines 8-20); 

and 

code for transmitting to said public network selected party data corresponding to the 
selected B party and A party data (Col. 6, lines 25-30); 

whereby said public network accesses called address data for said B party in a public 
directory by utilizing an Internet messaging network of said public network on the basis of said 
selected party data and establishes a call between an A party and a B party using said A party 
data and said called address data (Col. 6, lines 31-55). 

As to Claims 59/56,59/57, Bateman teaches an interface as claimed in claims 56 or 57, wherein 
said messaging network of the public network includes a TCP/IP messaging network and said 
public network further comprises at least one public switched telephone network for establishing 
said call (Figure 1). 

As to Claim 62/61, Bateman teaches a system as claimed in claim 60 or 61, wherein said 
network includes at least one public telecommunications network, such as a PSTN, for receiving 
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said control signals and establishing said call, and wherein the messaging network comprises the 
Internet, for passing data between the A party, the access module and the network controller 
(Figures 1,5). 

As to Claim 63, Bateman teaches a system as claimed in claim 61, wherein the access module 
includes directory data from said directory database for display by said A party (Col. 6, lines 32- 
41). 

As to Claims 64/61, Bateman teaches a system as claimed in claims 60 or 61, including a search 
module accessible by said A party over said network for searching said directory database (Col. 
6, lines 1-5). 

As to Claims 65/61, Bateman teaches a system as claimed in claims 60 or 61, wherein said call 
is established with a terminal of the A party which selects said selected B party (Col. 6, lines 1- 



As to Claims 66/61, Bateman teaches a system as claimed in claims 60 or 61, wherein said call 
is established with a terminal of the A party which is separate from the terminal selecting said B 
party (Figure 1, label 2). 

As to Claims 67/61, Bateman teaches a system as claimed in claims 60 or 61, wherein the 
address data includes a party terminal number and security information (Col. 6, lines 44-50). 
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As to Claim 68, Bateman teaches a system as claimed in claim 60, wherein at least one of the 
calling address data and the called address data includes account information (Col. 6, lines 63-60 
and 6-8). 

As to claim 71, Bateman teaches a server as claimed in claim 70, including a directory database 
module for accessing directory data, including communications address data, of parties 
connected to at least said public network, wherein the communications address data of said 
connect message for at least said B party is obtained using said directory database module (Col. 
7, lines 43-61). 

As to Claims 74,78, Bateman teaches a method as claimed in claim 73, wherein the 
identification data is page (name data) (Col. 5, lines 15-22). 

As to Claim 75, Bateman teaches a method as claimed in claim 73, wherein the directory service 
is adapted to access a database of URLs (public communications addresses) stored against 
respective identification data (Col. 5, lines 15-22). 

As to Claim 76, Bateman teaches a method as claimed in claim 73, wherein selection of the 
displayed element invokes generation of code on the interactive device to generate and send the 
first message (Col. 6, lines 14-24). 
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As to Claims 88/40,88/41,88/45,88/46,88/73, Bateman teaches a network system having 
components for executing the steps of a method as claimed in claims 40, 41, 45, 46, 73 (Col. 6, 
lines 31-60). 

As to Claims 89/40,89/41,89/45,89/46,89/73, Bateman teaches a Computer software having 
code for executing the steps of a method as claimed in claims 40, 41, 45, 46, 73 (Col. 6, lines 14- 
65). 

12. Claims 40,41,45,46,50,51,56,57,60,61,69,70,73,77 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Padden et al. (US 4,979,206) in view of Sussman (US 5,483,586). 

As to Claims 40,41,45,46,56,57,69,70, with respect to Figures 1-6, Padden teaches a method of 
establishing a communications call, including: 

enabling an A party to select a target customer (a B party) from a database using a VRU 
(an interactive device) connected to a public network, said public network comprising a 
messaging network (Figure 1 and Col. 6, lines 49-60); 

utilizing said messaging network to access called address data for said B party from a 
public directory of said public network in response to selecting said B party (Col. 6, lines 60-67 
and Col. 7, lines 1-7); 

sending said called address data for said B party and calling address data for the caller (the 
A party) to control 10 (a connection module) of said public network (Col. 7, lines 3-15); and 
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establishing a call between said A and B parties over said public network using said 
connection module and said called and calling address data (Col. 7, lines 11-14). 
Padden discloses voice and data switching network 12 (fig.l) as a messaging network since 
voice message is being transmitted through the network (see Col. 6, lines 49-60). However, 
Padden does not specifically teach messaging network is an internet messaging network. 
Sussman teaches that messaging network is an internet messaging network (Col. 5, lines 47-55, 
Col. 6, lines 25-34, 56-59). Thus, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to modify Padden to incorporate messaging network as an 
internet messaging network as taught by Sussman. The motivation for the modification is to 
have doing so in order to download subscribers lists to a user device such that the user can 
browse through the lists. 

Claim 61 is rejected for the same reasons as discussed above with respect to claim 40. 
Furthermore, with respect to Figures 1-6, Padden teaches a system for use in establishing a 
communications call, including: 

a network controller for receiving said called address data and calling address data 
corresponding to the A party and generating, in response thereto, network control signals to 
cause said at least one public network to establish a call between said A party and said B party 
over said network (Col. 5, lines 50-68). 
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Claims 73,77 are rejected for the same reasons as discussed above with respect to claim 40. 
Furthermore, with respect to Figures 1-6, Padden teaches a method of establishing a call 
between parties, including: 

generating a second message in response to said first message, said second message 
including communication addresses determined on the basis of said identification data by 
accessing a public directory via said messaging network (Col. 5, lines 50-68, Col. 6, lines 60-67 
and Col. 7, lines 1-14). 

As to Claims 50-51,60 are rejected for the same reasons as discussed above with respect to claim 
40. Furthermore, with respect to Figures 1-6, Padden teaches an interactive device for 
originating a communications call, including: 

a display controller for causing display of a desired directory number (at least one B 
party) (Col. 5, lines 14-18); 

an operator (selector) for enabling an A party to select a B party on said display (Col. 5, 
lines 20-30); and 

data link 54 (a link) which on being activated sends selected party data corresponding to 
said B party to a DAS/C computer (public network), 

whereby said public network accesses called address data of said B party in a public 
directory via a messaging network on the basis of said selected party data and forwards said 
called address data to connection module of said public network to establish a call with said B 
party (Col. 5, lines 50-68). 
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However, Padden does not specifically teach displaying of at least one B party from a database 
to an A party. Sussman teaches displaying of at least one B party from a database to an A party 
(Col. 5, lines 48-55 and Col. 6, lines 26-34). Thus, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to modify Padden to display of at least one B 
party from a database to an A party as taught by Sussman. The motivation for the modification 
is to do so in order to make a selection from a list displayed on his own terminal. 

Conclusion 

13. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Md S. Elahee whose telephone number is (571) 272-7536. The 
examiner can normally be reached on Mon to Fri from 8:30am to 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Fan Tsang can be reached on (571) 272-7547. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Application/Control Number: 09/990,717 
Art Unit: 2614 

MD SHAFIUL ALAM ELAHEE 
April 30, 2007 




SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 2600 



